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DETAILED ACTION 
Acknowledgement 

Applicant's arguments, see Amendment After Final, filed 7/23/07, have been fully 
considered and are persuasive. The rejection of claims under 35 USC 1 12 2 nd paragraph and 
103(a) have been withdrawn. 

New grounds of rejection are presented below. 

Claim Objections 

Claim 14 is objected to because of the following informalities: the claim recites "at least 
one of the following" which leads one to expect a list of option. The claim only has one options. 
It is the examiners opinion that this renders the claims unclear. Appropriate correction is 
requested. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1-4, 7-13, 16-18, 20-22 and 30-35 are rejected under 35 U.S.C. 102(a) as 
being anticipated by US Patent Application number 6,334,110 to Walter et al. (hereinafter 
Walter). 

With respect to claim 1 , Walter teaches determining a plurality of segments of recipients 
from a plurality of potential recipients of a communication regarding a financial product, each 
of said plurality of segments including at least one member of said plurality of potential 
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recipients and having a predetermined associated response rate, wherein a segment's associated 
response rate is indicative of a member of said segment exhibiting a designated behavior after 
receiving said communication (see Abstract; column 1, lines 39-44 and column 8, lines 30-33). 
Examiner notes that clusters, as taught by Walter represents Applicant's "segments of 
recipients." Further, Walter's teaching of the application used in the financial industry 
represents "regarding a financial product." 

With further respect to claim 1, Walter teaches determining at least one criterion 
associated with said communication regarding a financial product; and determining at least one 
of said plurality of segments that may be used to satisfy said at least one criterion (see for 
example column 1, lines 40-44 and column 6, lines 47-58). 

With respect to claim 2 , Walter teaches receiving demographic information regarding at 
least one of said plurality of potential recipients (see for example column 5, line 66 through 
column 6, lines 12). 

With respect to claim 3 , Walter teaches determining responses by at least some of said 
plurality of potential recipients to at least one previous communication regarding said financial 
product (see column 8, lines 30-33). Examiner notes that "analyzing the behavior of customer 
looking for a car loan" represents "determining response to a previous communication." 



With respect to claim 4 , Walter teaches receiving data indicative of said at least one 
criterion (see for example column 6, lines 50-58). 
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With respect to claim 7 , Walter teaches determining an indicative characteristic for at 
least one of said plurality of segments (see for example column 6, lines 47-58). 

With respect to claim 8 , Walter teaches providing said communication (see for example 
column 3, lines 63-67). Examiner notes that "providing an electronic catalog" represents 
"providing said communication." 

With respect to claim 9 , Walter teaches providing a notification regarding at least one of 
said plurality of segments that may satisfy said at least one criterion (see for example column 6, 
lines 59-65). Examiner notes that distribution of an offer represents "providing notification." 

With respect to claim 10 , Walter teaches wherein said communication is an electronic 
signal or a message sent to a postal address (see for example column 3, liens 58-67). Once 
again Examiner notes that a catalog represents Applicant's communication. 

With respect to claim 11 , Walter teaches determining said at least one criterion (see for 
example column 6, lines 47-58), 

With respect to claim 12 , Walter teaches determining said designated behavior (see for 
example column 5, line 65 through column 6, line 11). 
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With respect to claim 13 , Walter teaches purchase of a product with a financial product 
(see for example column 8, lines 30-35). 

With respect to claim 16 , Walter teaches determining information regarding at least one 
of said plurality of potential recipients (see for example column 5, line 65 through column 6, line 
12). 

With respect to claim 17 , Walter teaches receiving demographic information regarding at 
least one of said plurality of potential recipients see for example column 5, line 65 through 
column 6, line 1 1). 

With respect to claim 18 , Walter teaches determining use by at least one of said plurality 
of potential recipients of said financial products (see for example column 8, lines 30-35). 

With respect to claim 20 , Walter teaches determining said plurality of potential recipients 
(see for example column 6, lines 47-50). 

With respect to claim 21 , Walter teaches selecting said communication (see for example 
column 3, lines 63-67). Examiner notes that "providing an electronic catalog" represents 
"providing said communication." Examiner further notes that in order to provide an electronic 
catalog it must be selected. As such the examiner asserts that selecting said communication is 
necessarily present (inherent) when one provides said communication. 
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With respect to claim 22 , Walter teaches wherein said communication includes an offer 
regarding said financial product (see for example column 8, lines 30-36). 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 5-6, 14 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Walter in view of US Patent number 6,061,658 to Chou et al. (hereinafter Chou). 

Walter teaches all the claimed features as described above. Examiner further notes that 
Walter teaches where the criterion includes "the analyst may decide ... a good match for this 
segment." However Walter fails to teaches deciding said good match based on a recipient pool 
size (claims 5 and 19), response rate (claim 6), and incremental use of said product over non- 
recipients of communication (claim 14). 

Chou teaches targeted advertisement system utilizing specific targeted statistics such at 
penetration rate, pool size and response rate (see column 2, lines 25-50). This is done in order to 
optimize the efficiency of the advertising campaign. 

It would have been obvious to one of ordinary skill in the art to modify the selection 
criteria of Walter to include the specific statistics of Chou in order to optimize the efficiency of 
the advertising campaign. 
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Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Walter in 
view of Official Notice. 

Walter teaches all of the claimed limitation except wherein the financial product is a 
credit card or debit card. Examiner notes that Walter teaches that the invention "may be used in 
the financial industry" (column 8, lines 30-33). Examiner takes Official Notice that credit cards 
and debit cards are old and well-known financial products in the financial industry. 

As such it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Walter to specify the financial products could be credit or 
debit cards as are old and well known financial products. One of ordinary skill in the art would 
have been motivated to make this modification in order to provided targeted ad campaigns to 
users of credit and debit cards. 
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Conclusion 



As noted above, the finality of the previous Office action has been withdrawn. This 
Office action is hereby made non-final. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kirsten S. Apple whose telephone number is 571.272.5588. The 
examiner can normally be reached on Monday - Friday 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Kramer can be reached on 571-272-6783. The fax phone number for the 
organization where this application or proceeding is assigned is 571-272-6126. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



jak 




